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DETAILED ACTION 

Receipt of terminal disclaimer and response dated 12-22-06 is acknowledged. 
Claims 1-14, 16 and 18-58 are pending in the instant application. 

Terminal Disclaimer 

The terminal disclaimer filed on 12-22-06 disclaiming the terminal portion 
of any patent granted on this application, which would extend beyond the 
expiration date of US 6,878,695 has been reviewed and is accepted. The 
terminal disclaimer has been recorded and accordingly the double patenting 
rejection made in the previous action dated 9-25-06 has been withdrawn. 

However, upon careful consideration, the following new rejections have 
been applied to the pending claims 1-14, 16, 18-44 and 49-52. 

Double Patenting 

Claims 1-14, 16 and 18-58 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over any of the claims 
1-49 of U.S. Patent No. 5,968,404 ('404); claims 1-34 of U.S. Patent No. 
6,284,231; claims 1-45 U.S. Patent No. 6.656,923; claims 1-25 U.S. Patent No. 
5,955,093, in view of US 5408022. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because of the 
following reasons: 

Each of the above patents claim a composition comprising uncomplexed 
cyclodextrin, a cyclodextrin compatible surfactant and at least one antimicrobial 
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active agent, in addition to ingredients such as a perfume, a buffering agent, etc., 
all of which are also claimed in the instant application. Instant claims require a 
cyclodextrin-incompatible surfactant, which according to the instant specification 
includes compounds such as cetylpyridinium chloride and 
dodecyltrimethylammonium bromide (page 31). According to the instant 
specification, the above surfactants are incompatible with cyclodextrin and 
possess the complexation constants and ClogP values that are within the 
claimed values of the instant dependent claims. Further, all of the above patents 
describe and also claim the same cyclodextrin compatible surfactants that are 
also described and claimed in the instant application. Accordingly, the properties 
such as the claimed complexation constants, critical micelle concentration etc., 
are inherent to the compatible surfactants of the above patented claims. While 
each of the above patents fail to recite a cyclodextrin incompatible surfactant, as 
claimed, the above patents an antimicrobial agents, which according to the 
disclosures of the above patents include compounds such as cetylpyridinium 
chloride and dodecyltrimethylammonium bromide. 

Thus, while patents describe the compounds as antimicrobial agents, 
instant specification describes the same as surfactants. This is further evident 
from the teachings of U. S. Patent No, 5,408,022, which teaches that the 
antimicrobial agent, cetylpyridinium chloride is also known as a cationic 
surfactant. 

Instant claims do not recite any specific surfactant or types of surfactants 
and instead generally recite cyclodextrin- incompatible surfactant, which 



Application/Control Number: 09/855,337 Page 4 

Art Unit: 1615 

encompasses the antimicrobial agents of the above-patented claims. 
Accordingly, it would have been obvious for one of an ordinary skill in the art at 
the time of the instant invention to employ as an antimicrobial agent (such as 
cetylpyridinium chloride) in the composition of any of the above patents and still 
expect the claimed surfactant property because each of the above patents claim 
antimicrobial agents, which include those that possess the claimed surfactant 
property. 

Claims 1-14, 16 and 18-58 are directed to an invention not patentably 
distinct from claims 1-49 of U.S. Patent No. 5.968,404 C404); claims 1-34 of U.S. 
Patent No. 6,284,231; claims 1-45 U.S. Patent No. 6,656,923; claims 1-25 U.S. 
Patent No. 5,955,093, which are commonly assigned. Specifically, as explained 
above the composition of the instant claims are of the same scope as that 
patented in the above patents. 

The U.S. Patent and Trademark Office normally will not institute 
interference between applications or a patent and an application of common 
ownership (see MPEP Chapter 2300). Commonly assigned patents recited in 
the preceeding paragraph, discussed above, would form the basis for a rejection 
of the noted claims under 35 U.S.C. 103(a) if the commonly assigned case 
^ qualifies as prior art under 35 U.S.C. 102(e), (f) or (g) and the conflicting 
inventions were not commonly owned at the time the invention in this application 
was made. In order for the examiner to resolve this issue, the assignee can, 
under 35 U.S.C. 1 03(c) and 37 CFR 1 .78(c), either show that the conflicting 
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inventions were commonly owned at the time the invention in this application was 
made, or name the prior inventor of the conflicting subject matter. 

A showing that the inventions were commonly owned at the time the 
invention in this application was made will preclude a rejection under 35 U.S.C. 
103(a) based upon the commonly assigned case as a reference under 35 U.S.C. 
102(f) or (g), or 35 U.S.C. 102(e) for applications pending on or after December 
10,2004. 

Claim Rejections - 35 USC § 103 

Claims 1-14, 16 and 18-58 are rejected under 35 U.S.C. 103(a) as being 
obvious over claims 1-49 of U.S. Patent No. 5,968,404 ('404); claims 1-34 of U.S. 
Patent No. 6,284,231; claims 1-45 U.S. Patent No. 6,656,923; claims 1-25 U.S. 
Patent No. 5,955,093. 

Each of the applied reference has a common inventor with the instant 
application. Based upon the earlier effective U.S. filing date of the reference, it 
constitutes prior art only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 
103(a) might be overcome by: (1) a showing under 37 CFR 1.132 that any 
invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not an invention "by another"; (2) a 
showing of a date of invention for the claimed subject matter of the application 
which corresponds to subject matter disclosed but not claimed in the reference, 
prior to the effective U.S. filing date of the reference under 37 CFR 1.131; or (3) 
an oath or declaration under 37 CFR 1 .130 stating that the application and 
reference are currently owned by the same party and that the inventor named in 
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the application is the prior inventor under 35 U.S.C, 104, together with a terminal 
disclaimer in accordance with 37 CFR 1 .321 (c). This rejection might also be 
overcome by showing that the reference is disqualified under 35 U.S.C. 103(c) as 
prior art in a rejection under 35 U.S.C. 103(a). See MPEP § 706.02(l)(1) and § 
706.02(l)(2). 

Each of the above patent is directed to cyclodextrin composition, 
employed for the same purpose i.e., absorption or capturing unwanted odor, 
comprising uncomplexed cyclodextrin compounds, cyclodextrin compatible 
surfactants, perfume, buffering agents and antimicrobial active agents. Above 
patents differ from the instant In that instant claims recite a cyclodextrin 
incompatible surfactant. As explained under the Double Patenting rejection, 
instant claims do not recite a particular cyclodextrin incompatible surfactant. On 
the other hand, the above patents describe antimicrobial agents that include 
cetylpyridinium chloride, which is also described in the instant specification as a 
cyclodextrin-incompatible surfactant. Thus, irrespective of the property 
(antimicrobial or surfactant), the same compound can be used with cyclodextrin 
for the same purpose i.e., capture of unwanted molecules. Accordingly, it would 
have been obvious for one of an ordinary skill in the art at the time of the instant 
invention to employ antimicrobial agents such as cetylpyridinium chloride as an 
antimicrobial agent in the composition of the above patents and achieve both an 
antimicrobial effect and also a surfactant effect because the above patents 
describe the compound for antimicrobial activity during absorbing odor from 
surfaces. 
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Any inquiry concerning this connmunication or earlier communications from 
the examiner should be directed to Lakshmi S. Channavajjala whose telephone 
number is 571-272-0591. The examiner can normally be reached on 7,00 AM - 
4.00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Michael Woodward can be reached on 571-272-8373. 
The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Sen/ice 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 
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